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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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2a)\Z\ This action is FINAL. 2b)[3 This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 
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Application Papers 
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DETAILED ACTION 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

1. Claims 1, 5, 1 1-13, 19, 23, 25, 32, 36 and 38 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 15, 28, and 40 
of U.S. Patent No. 6,740,469 B2. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the reasons given below. 

It is noted that instant claims 1, 5, and 1 1-13 are drawn to a composition, instant claims 
19, 23, and 25 are drawn to a "combination" of said composition and a substrate, and instant 
claims 32, 36, and 38 are drawn to a method of using said composition. 

US '469 discloses a composition for use in photolithographic processes comprising a 
solvent system, an organometallic polymer (with a metal component generic in scope to the 
presently claimed metal), and an additional polymer binder with -OH functional groups (e.g., 
epoxy novolac resins, glycourals) (claim 32 of US '469), a "combination" of the composition 
with a substrate (claim 36 of US '469), and a method of using the composition (claim 38 of US 



'469). 
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Since the recitation "use in photolithographic processes" is merely intended use and does 
not provide any structural limitations as such, it carries no patentable weight. It is therefore 
proper to set forth this rejection over US '469. See MPEP § 2 1 1 1 .02. 

Although US '469 discloses a polymer (rather than an oligomer as presently claimed), 
given that the present claims only require that the number of repeat units, w, be greater than 2, it 
is evident that a polymer per se is not excluded from the scope of the present claims. This 
provides further basis to apply an obviousness double-patenting rejection. 

Moreover, although the "combination" and method do not explicitly disclose 
functionalized polymer binder as presently claimed, it is the examiner's position that such is 
understood since the combination and method of using claims utiUze the claimed composition 
(which does include a functionalized polymer binder). In addition, the composition disclosed in 
the "combination" and method claims include open claim language "comprising," allowing for 
the addition of functionalized polymer binder. 

In light of the above, present claims are rendered obvious over US '469. 
2. Claims 1-3, 5, 6, and 10-13 are directed to an invention not patentably distinct from 
claims 1-6 and 12-15 of commonly assigned U.S. Patent No. 6,740,469 B2. Specifically, see the 
rejection set forth in paragraph 1 above. 

The U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ownership (see MPEP § 2302). 
Commonly assigned U.S. Patent No. 6,740,469 B2, discussed above, would form the basis for a 
rejection of the noted claims under 35 U.S.C. 103(a) if the commonly assigned case qualifies as 
prior art under 35 U.S.C. 102(e), (f) or (g) and the conflicting inventions were not commonly 
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owned at the time the invention in this application was made, hi order for the examiner to 
resolve this issue, the assignee can, under 35 U.S.C. 103(c) and 37 CFR L78(c), either show that 
the conflicting inventions were commonly owned at the time the invention in this application 
was made, or name the prior inventor of the conflicting subject matter. 

A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C, 102(f) or (g), or 35 U.S.C. 102(e) for applications 
filed on or after November 29, 1999. 

3. Claims 1-3, 5, 6, and 10-13 are rejected under 35 U.S.C. 103(a) as being obvious over 
U.S. Patent No. 6,740,469 B2. See the rejection set forth in paragraph 1 above. 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject matter 
disclosed but not claimed in the reference, prior to the effective U.S. filing date of the reference 
under 37 CFR 1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the 
application and reference are currently owned by the same party and that the inventor named in 
the application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1.321(c). For applications filed on or afler November 29, 1999, this 
rejection might also be overcome by showing that the subject matter of the reference and the 
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claimed invention were, at the time the invention was made, oAvned by the same person or 
subject to an obligation of assignment to the same person. See MPEP § 706.02(1)(1) and § 
706.02(1)(2). 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 15, 27, and 40 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The claims are unclear because they recite a group of polymers or oligomers; however, 
glycerol ethoxylate, pentaerythritol ethoxylate, and pentaerythritol propoxylate are not polymers 
or oligomers. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1-5, 1 1-13, 19-23, 25, 32-36, 38, 48, and 50 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Inoue et al (JP 09-031385). 
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Pending a full English-language translation of Inoue et al, in setting forth this rejection, a 
machine translation has been relied upon. 

Inoue et al discloses a solvent-based printing ink composition and a method of making 
and using said ink for a plastic film substrate comprising a hydroxylic resin such as a polyamide 
or a cellulosic resin (i.e., an organic polymer comprising a functional group such as -OH that is 
attached to said polymer backbone, pendantly attached or attached via a linking group 
intermediate), an organic solvent, and a crosslinking agent which is a titanium polymer with acyl 
functional groups (abstract, claims 1-2). The titanium polymer in equation 2 corresponds to the 
presently claimed oligomer and has firom 2 to 10 titanium atoms in the molecule (paragraph 
0007). It is noted that although Inoue does not disclose the Mw of its hydroxylic resin, it is 
inherent that the polymer Mw is greater than the presently claimed "at least about 150 g/mol" 
since Mw recited in the claims also includes oUgomer Mw and polymer Mw is typically greater 
than oligomer Mw. It is noted that the presently recited intended use "for forming solid-state 
device structures" is not given patentable weight since case law holds that "where a patentee 
defines a structurally complete invention in the claim body and uses the preamble only to state a 
purpose or intended use for the invention, the preamble is not a claim limitation." See Rowe v. 
Dror, 112 F.3d 473, 478, 42 USPQ2d 1550, 1553 (Fed. Cir. 1997) and MPEP § 2111.02. 

In light of the above, it is clear that Inoue et al anticipates the presently cited claims. 
6. Claims 1-4, 10-13, 15-22, 25, 27-35, 38, and 40-51 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Nanao et al (EP 0126 638). 

Nanao et al discloses a transparent thin film composition and a process of making said 
composition for a substrate such as various kinds of sensor and materials for optical devices 
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(page 5, lines 24-25) comprising a solvent, an organometal compound such as an oligomer (i.e., a 
polymer molecule consisting of only a few monomer units, i.e., overlaps presently claimed n = 3- 
10) from a metal alkoxide (based on metals from Groups 3-5 and 13-15 such as those listed on 
page 3, lines 1-5) (page 3, lines 6-7), and a polymer material, e.g., polyethylene glycol, polyvinyl 
acetate, polyvinyl alcohol, polyacrylic acid, etc. (i.e., an organic polymer comprising a functional 
group such as -OH that is attached to said polymer backbone, pendantly attached or attached via 
a linking group intermediate) (page 4, lines 5-11) (abstract, claims 1-3). In one embodiment, the 
polymer material used is a polyvinyl alcohol having an average polymerization degree of about 
2,000, i.e., 88,000 g/mol (i.e., > 150 g/mol) (example 1). 

With respect to the process, the order of mixing the composition is not limited (i.e., the 
dispersing step can comprise of the organometal compound and polymer material being 
dispersed together or separately into the solvent) (page 4, line 34-35). The method preferably 
may also comprise the reaction product of a metal alkoxide and a metal chelate which aids in 
stability and solubility (page 3, lines 24-26). To form the coating, in one embodiment, the 
composition is heated at a rate of 1°C min"^ to 600°C and maintained at 600°C for one hour (i.e., 
overlaps presently claimed at least at about 1 50°C for at least 3 minutes and also less than 130°C 
for about 1-10 minutes) (Example 1). A final ceramic thin film made from said composition is 
not more than lOO^im thick (i.e., overlaps presently claimed about 0.5 |jim thick and >l|im) (page 
1, line 31) and has a metal content not less than 5 wt % (i.e., overlaps presently claimed 25 to 80 
wt%) (claim 1). 

Since Nanao et al meets the claimed limitations, it is inherent that it exhibits the presently 
claimed properties of refractive index at 633 nm wavelength and percent transmittance and is 
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free of cracks under 200x magnification. 

In light of the above, it is clear that Nanao et al anticipates the presently cited claims. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 5-9, 14, 23-24, 26, 36-37, and 39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nanao et al (EP 0 12 638), as apphed to claims 1-4, 10-13, 15-22, 25, 27-35, 
38, and 40-51 above, in view of Flaim et al (US 6,303,270). 

Nanao et al does not disclose the presently claimed substituents on its metal alkoxide 
oligomer; however, it does not teach away from such substituents and is open to any organometal 
compound that can be rapidly thermally decomposed to give an inorganic compound after baking 
and does not contain carbon that would prevent the decomposition reaction and deteriorate the 
characteristics of the product (page 2, lines 19-24). Flaim et al uses an organotitanium polymer 
derived from a poly(alkyltitanate) and a variety of compounds Usted on col. 3, lines 54-63 that is 
baked at temperatures ranging from about 150 to 300°C for about 15 to 60 minutes to decompose 
organic components and leave an inorganic layer (claim 37). hi particular, Flaim et al discloses a 
photoresist composition comprising an organotitanium polymer derived from poly(n- 
butyltitanate) (i.e., a genus of poly(dibutyltitanate)) and 2-methacryloethyl acetoacetate (i.e., a 
species of ethyl acetoacetate) (Figure 1). 
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Although the Nanao et al in view of Flaim et al does not explicitly disclose the use of 
functional groups on the polymer that has a chelating moiety as presently claimed in claims 14, 
26, and 39, nevertheless, such is implicitly disclosed since the excess acetoacetate used in Flaim 
et al can react with the alcohol groups on the polymer and thereby form acetoacetic ester 
functional groups. 

Given that Nanao et al is open to any metal alkoxide oligomer that rapidly thermally 
decomposes and given that Flaim et al teaches that an organotitanium polymer containing the 
presently claimed substituents rapidly thermally decomposes, it would have been obvious to one 
of ordinary skill in the art to utilize Flaim et al's organotitanium polymer in Nanao et al and 
thereby arrive at the presently claimed invention. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vickey Ronesi whose telephone number is (571) 272-2701 . The 
examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct,uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Vickey Ronesi 
September 15, 2004 



